
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



10/712,777 



11/12/2003 



Terrence W. Schmidt 



1934-7-3 



7411 



7590 



06/07/2006 



EXAMINER 



Bryan A. Santarelli 

GRAYBEAL JACKSON HALEY LLP 

Suite 350 

155 - 108th Avenue NE 
Bellevue, WA 98004-5901 



ART UNIT 



VASUDEVA, AJAY 



PAPER NUMBER 



3617 

DATE MAILED: 06/07/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/712,777 


Applicant(s) 

SCHMIDT ET AL 


Examiner 

Ajay Vasudeva 


Art Unit 

3617 





~ The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-7, 18, 19, 20-25, 28, 31, 32, 35, 37, 39, 40 and 43 are rejected under 35 
U.S.C. 102(b) as being anticipated by JP 52-143691 A ('691). 

Re claims 1,18 and 19, JP ('691) shows a mono-hull vessel with a frame [1], a bay [3] 
disposed in the frame and operable to receive a mission module [2] in the form of an air cushion 
boat, and an interface [4] operable to be coupled between the frame and the mission module. 

Regarding the newly added limitation "a multi-mode hull operable to allow the 
vessel to function in at least two operational modes ", applicant may note that the term 
"mode" is an non-specific term, and has been broadly interpreted to mean "a given method, 
condition or a status of functioning; or a variety in functioning". In the present case, a 
vessel can be considered to be functioning in a first mode when the vessel is stationary, and in 
a second mode when it is moving. Alternatively , the vessel can also be considered to be 
functioning in a first mode when the module is docked in the bay, and in a second mode when 
the module is undocked. The vessel is capable of functioning in any one of the first and second 
modes. 

Re claim 3-7, the interface is capable of supporting a person(s) in a manner that the 
person could physically transfer fuel, water, electrical power or telecommunication equipment 



Application/Control Number: 10/712,777 Page 3 

Art Unit: 3617 

between the vessel and the module. Therefore, the interface is considered as operable to 
facilitate the exchange of fuel, water etc. between the frame and the module. 

Re claims 20-25, 32 and 40, the limitation "mission module is configured to " has 
been interpreted to mean "mission module is capable of ". The mission module of JP ('691) is 
designed to carry passengers and freight to and from the vessel. 

Regarding claims 20 and 21 , the module is therefore considered to be at least capable 
of ferrying appropriate anti-mine and anti-submarine equipment and personnel to a particular 
site so as to participate in anti-mine and anti-submarine warfare operations. Applicant may note 
that claims 20 and 21 do not recite any specific structural limitation critical to the anti-mine and 
anti-submarine warfare, and are merely characterized by a function relating to an anti-mine and 
anti-submarine warfare. 

Similarly, regarding claims 22 and 23, the module is considered to be substantially self- 
contained with respect to special operation or logistics support system because ferrying of 
passengers between shore and the ship is considered to be such. Further, regarding claims 24 
and 25, the module is also capable of intercepting another boat, and/or to perform surveillance 
function. 

Re claims 35 and 43, the vessel would have a low freeboard when carrying heavy load. 

As noted in the previous Office action, the claims directed to an apparatus must be 
distinguished from the prior art in terms of structure rather than function ( see MPEP 2114) . If the 
prior art discloses all claimed structural limitations and is capable of performing the recited 
function, it meets the requirements of the claim. 
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Also, the independent claims 1 and 18 are subcombination claims directed to a vessel, 
and do not positively recite a combination with a mission module. It is noted that the limitations 
"operable to receive a mission module" is merely an intended use limitation, and has been 
broadly interpreted to mean "capable of receiving a mission module". In the instant case, 
the vessel is considered as capable of receiving a mission module, and therefore meets the 
requirements of the claims. Further, any structural and/or functional characteristic attributable to 
the mission module is immaterial and carries no patentable weight because the claims do not 
claim a mission module. 



3. Claims 1-8, 18, 19, 20-25, 28, 31-36, 38 and 40-43 are rejected under 35 U.S.C. 102(b) 
as being anticipated by JP 06-040379 A ('379). 

JP ('379) shows a twin-hulled vessel with a frame [5], a bay [5] disposed in the frame 
and operable to receive a mission module [7] in the form of a midget submarine, and an 
interface [8] operable to be coupled between the frame and the mission module. 

As explained in the rejection of 1J2 above, the term "mode" in the newly added limitation 
"a multi-mode hull operable ...in at least two operational modes " has been broadly 
interpreted to mean "a given method, condition or a status of functioning; or a variety in 
functioning". In the present case, a vessel can be considered to be functioning in a first mode 
when the vessel is stationary, and in a second mode when it is moving. Alternatively , the vessel 
can also be considered to be functioning in a first mode when the module is docked in the bay, 
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and in a second mode when the module is undocked. The vessel is capable of functioning in 
any one of the first and second modes. 

Re claim 3-7, the interface is operable to facilitate the exchange of fuel, water, electrical 
power or telecommunication equipment between the vessel and the module (figure 1). 

Re claims 20-25, 32 and 40, the limitation "configured to" has been interpreted to mean 
"capable of". In the present case, the mission module is a submarine that can be used to carry 
passengers and freight to and from the vessel. As explained in fl2 above, regarding claims 20 
and 21, the module is also considered to be capable of ferrying appropriate anti-mine and anti- 
submarine equipment and personnel to a site so as to participate in anti-mine and anti- 
submarine warfare operations. Claims 20 and 21 do not recite any specific structural limitation 
critical to the anti-mine and anti-submarine warfare, and are merely characterized by a 
functional limitation of an anti-mine and anti-submarine warfare. Similarly, regarding claims 22 
and 23, the module is considered to be substantially self-contained with respect to special 
operation or logistics support system because ferrying of passengers between shore and the 
ship is considered to be such. Further, regarding claims 24 and 25, the module is also capable 
of intercepting another boat, and/or to perform surveillance function. 

Re claims 35 and 43, the vessel would have a low freeboard when carrying heavy load. 

Because JP ('379) discloses all claimed structural limitations and is capable of 
performing the recited function, it meets the requirements of the claim. Additionally, see the 
rejection in 1f2 above for the interpretation of the functional limitations. 
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Response to Arguments 

4. Applicant's arguments filed 1/25/2006 have been fully considered but they are not 
persuasive. 

Note : Applicant may note that the scope of rejection based on JP ('691) and JP ('379) 
has been expanded. Specifically, claims 20, 21, 24 and 25 have been rejected on new grounds. 

(A) 102(b) rejections based on JP C691) and JP C379) : 

Applicants' Argument : Applicant has added new limitations "a multi-mode hull 
operable ... in at least two operational modes " in each of the independent claims, and has 
argued that although the vessels of JP ('691) and JP ('379) carry different equipment, neither 
discloses a multi-mode hull that allows a vessel to function in at least two operational modes. 
Applicant argued 

Examiner's Response : Applicant may note that the term "mode" is a non-specific term, 
and has been broadly interpreted to mean "a given method, condition or a status of 
functioning; or a variety in functioning". In the present case, a vessel can be considered to 
be functioning in a first mode when the vessel is stationary, and in a second mode when it is 
moving. Alternatively , the vessel can also be considered to be functioning in a first mode when 
the module is docked in the bay, and in a second mode when the module is undocked. The 
vessel is capable of functioning in any one of the first and second modes. 

Further, the newly added limitation in the apparatus claims is not a structural limitation, 
but merely a functional limitation. As explained previously, claims directed to an apparatus must 
be distinguished from the prior art in terms of structure rather than function (see MPEP 2114) . 
Because JP ('691) and JP ('379) disclose all claimed structural limitations and are capable of 
performing the recited function, they meet the requirements of the claims. 
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(B) 103(a) rejections based on Bender et a/. C117) in view ofJP C691) : 

Although applicant's arguments against the above rejection are not persuasive, this 
rejection has been currently withdrawn to avoid multiple rejections. 



5. This is a non-final rejection. 

6. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ajay Vasudeva whose telephone number is (571) 272-6689. The 
examiner can normally be reached on Monday-Friday 12:00 - 5:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, S. Joe Morano can be reached on (571) 272-6684. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



Ajay Vasudeva 
Examiner 




